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Response to Amendment filed 8/17/05 

1 . Claims 7-12 are presented for examination. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 7-12 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

4. As per claims 7, 9, 11, and 12, the newly added limitation of "without intervention of the 
recipient" is a negative limitation used to overcome the rejections and therefore fails to comply 
with the written description requirement. Regarding negative limitations, the MPEP states: 

2173.05(i) Negative Limitations 

"...Any negative limitation or exclusionary proviso must have basis in the original disclosure. If 
alternative elements are positively recited in the specification, they may be explicitly excluded in the 
claims. ... The mere absence of a positive recitation is not basis for an exclusion. Any claim containing 
a negative limitation, which does not have basis in the original disclosure, should be rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the written description requirement. 

5. Specifically as per claims 7 and 1 1 , regarding the transmission of HTML data to the 
recipient, the specification of the instant application states: 



i) Page 7, paragraph 0032, "when the ADPT 100 is connected to the FAX of the sending 
side, the HTML document data that is received from the later described HTML processor 405, is 
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transmitted to the groupware network 103 via the first LAN l/F 203, according to the HTTP 
protocol." 

ii) Page 1 1 , paragraph 0054, "Then, the HTML communicator 404 receives the HTML 
document data that is converted from the e-mail data by the HTML processor 405, and transmits 
the converted HTML document data to the ADPT 100B (ST 607)." 

iii) Page 13, paragraph 0065, "Parallel to the above preparatory steps for the e-mail, the 
HTML communicator 404 at the ADPT 100B receives the HTML document data transmitted from 
ADPT A 100A at ST 607 (ST61). 

6. In, Page 10, paragraphs 0045-0048, the specification also describes the transmission of 
HTML data, in which the ADPT 100A and ADPT 100B exchange a series of messages prior to 
establish a connection for transmission. Therefore, in addition to the quoted sections (i), (ii), 
and (iii), the specification does not describe the limitation that the HTML data is transmitted 
"without intervention of the recipient". The specification describes only of HTML data being 
transmitted to the recipient after a connection is established. 

7. As per claims 9 and 12, regarding the transmission of HTML data to the receiving 
Internet facsimile apparatus, the specification of the instant application states: 

iv) Page 6, paragraph 0030, "the e-mail communicator 403 retrieves e-mail data that is 
stored in RAM 202, and transmits the e-mail data to the FAX of the receiving side via the second 
LAN l/F 204, according to the SMTP protocol." 

v) Page 13, paragraph 0067, "Upon receiving "354" as a response signal from the FAX 
101B, the e-mail communicator 403 retrieves the e-mail data that is received from ADPT 100A 
and stored in RAM 202, and transmits the data to the FAX 101 B (ST614). 
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8. From quoted sections (iv) and (v), the specification describes that the FAX and the 
ADPT exchange messages prior to transmitting the email data. However, the specification does 
not describe the limitation that e-mail data is transmitted "without intervention of the recipient." 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 7, 8, and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chen, US Patent #6,836,792 (Chen hereinafter), in view of Toyoda et al, US Patent #5,881,233 
(Toyota hereinafter), Beeretal, US Patent #5,864,676, and Higley, US Patent #6,065,048 
(Higley hereinafter). 

11. As per claims 7 and 11, Chen teaches substantially the claimed invention including the 
method and apparatus for converting and transmitting messages across a network. Chen's 
teachings comprise of: 

a first communicator configured to be connected to a network, the first communicator 
being a component of the communication control apparatus (Col 2, lines 27-30. HTML 
accessed by the recipient. First communicator is inherent since the system is able transmit the 
HTML to the recipient.); 

a second communicator configured to be connected to an apparatus, the apparatus 
transmitting, to a recipient via the communication control apparatus, an e-mail, the second 
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communicator being a component of the communication control apparatus (Col 2, lines 1-2. 
Receives email from sender. Second communicator is inherent since the system is able to 
receive email.); and 

a controller configured to: 

receive, from the apparatus via the second communicator, an e-mail address of the 
recipient according to a SMTP protocol (Col 1, lines 59-61. Composed email message includes 
email address. Col 2, lines 1-2. Email system receives email message. Col 2, line 10. SMTP.); 

receive, from the apparatus via the second communicator, e-mail data directed to the 
recipient according to the SMTP protocol (Col 1, lines 59-61. Composed email message 
includes email address. Col 2, lines 1-2. Email system receives email message. Col 2, line 10. 
SMTP.); 

convert the received e-mail data into HTML data (Col 2, lines 30-35. Convert email 
message to HTML); and 

transmit to the recipient, via the first communicator, the HTML data according to a HTTP 
protocol (Col 2, lines 30-36. Send message to front end. Front end is implemented in a web 
browser.). 

12. Even though Chen teaches substantial features of claims 7 and 1 1 including that email 
messages include the email address, Chen does not specifically teach of the apparatus being 
an Internet facsimile apparatus transmitted email to which scanned image data is attached; 
converting the email address of the recipient into URL data and transmitting the HTML data 
based on the URL data; and transmitting the HTML data without intervention of the recipient 
based on the URL data. 
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13. Toyoda teaches of a facsimile apparatus capable of scanning image data and 
transmitting the image data via email (Col 29, lines 19-33). 

14. It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the teachings of Chen with the teachings of Toyoda because the teachings of 
Toyoda for a facsimile apparatus to scan an image and to transmit an email would improve the 
capability of Chen's teachings by allowing different apparatuses to be implemented in Chen's 
systems to transmit email messages and receive HTML converted messages. 

15. Beer teaches the concept of converting an email address into URL data (Col 4, lines 10- 
30) to allow users access data (Col 3, lines 27-31). 

16. Chen and Beer do not specifically teach of transmitting HTML based on URL data. 
However, Beer does teach of accessing URL data to obtain private data. Therefore, it is 
obvious to one of ordinary skill in the art that the private data transmitted to the user by the URL 
data may be HTML data and that HTML data may be addressed by URL data. Furthermore, 
the teachings of Beer to convert the email address into URL data and to access HTML data 
based on the URL would improve the teachings of Chen by allowing the user to access user 
information from public networks with a web browser. 

17. Higley teaches a similar system for converting email to HTML data (Col 6, lines 53-57), 
wherein the HTML data can be transmitted to the user in the same manner as receiving email 
(Col 7, lines 28-30). 

18. Higley does not explicitly teach of transmitting without intervention by the user. 
However, Higley teaches of transmitting HTML data in the same manner as transmitting email, 
and one of ordinary skill would know that email is sent without user intervention. Therefore, it 



Application/Control Number: 10/034,372 Page 7 

Art Unit: 2154 

would have been obvious to one of ordinary skill in the art at the time the invention was made to 
combine the teachings of Chen, Toyota, Beer, and Higley because the teachings of Higley to 
transmit HTML data without intervention would improve the user friendliness of the system of 
Chen, Toyota, and Beer by automatically transmitting HTML data, wherein the user may receive 
HTML data without having to access the HTML data from the server. 

19. As per claim 8, Chen does not teach the communication control apparatus according to 
claim 7, wherein the controller converts the e-mail address of the recipient into the URL data by 
converting an @ mark in the e-mail address of the recipient into a dot and adding HTTP:// at the 
beginning of the e-mail address of the recipient. 

20. Beer teaches of converting an email address to an URL, where the "@" is replaced with 
a dot and HTTP:// is added to the beginning of the converted email address (Col 4, lines 10-30). 

21 . It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to combine the teachings of Chen, Toyota, Beer, and Higley because the teachings of 
Beer to convert an email address, where the "@" is replaced with a dot and HTTP:// is added to 
the beginning of the converted email address would improve the teachings of Chen by allowing 
the user to access converted email by URL and by specifying the process of the conversion 
from email based protocol to a web based protocol. Beer's teachings also would allow users to 
access their converted email information on a public computer system with a web browser. 

22. Claims 9, 10, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Britton, US Publication #2002/0177757 (Britton hereinafter), in view of Toyoda and Beer. 
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23. As per claims 9 and 12, Britton teaches substantially the claimed invention including the 
method and apparatus for converting and transmitting messages across a network. Britton's 
teachings comprise of: 

a first communicator configured to be connected to a network (Paragraph 0053; 0063. 
Receives HTML data. First communicator is inherent since the controller is able to receive 
HTML data from the web.); 

a second communicator configured to be connected to a receiving apparatus, the 
receiving apparatus receiving, from a transmitter via the communication control apparatus, an e- 
mail (Paragraph 0053; 0063. Transmits email to the device. Second communicator is inherent 
since the controller is able to transmit to the device.); and 

a controller configured to: 

receive, from the transmitter via the first communicator, HTML data according to the 
HTTP protocol (Paragraph 0053; 0063. Receive HTML data.); 

convert the received HTML data into e-mail data (Paragraph 0053; 0063. Convert HTML 
into email data.); and 

transmit to the receiving apparatus, via the second communicator, the e-mail data 
without intervention of a user of the receiving apparatus, based on the e-mail address according 
to a SMTP protocol (Paragraph 0053; 0063. Transmits email message to the device. Controller 
forwards email data to the user.). 

24. Even though Britton teaches substantial features of claims 9 and 12 including users 
accessing web sites to transmit HTML data, Britton does not teach that the device is specifically 
a facsimile apparatus and receiving an email to which the image data is attached and printing 
the image data to the received e-mail; and receiving, from the transmitter via the first 
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communicator, URL data according to a HTTP protocol; and convert the received URL data into 
an e-mail address of the receiving Internet facsimile apparatus. 

25. Toyoda teaches of facsimile apparatus that receives email, wherein a printer is 
integrated into the facsimile apparatus (Col 29, lines 19-25) that allows for printing image data 
(Col 32, lines 66-67). 

26. It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the teachings of Britton with the teachings of Toyota because the teachings of 
Toyota for a facsimile apparatus to receive email data and to print the image data would 
improve the system of Britton by increasing the number of apparatus that a user may use to 
receive email data. 

27. Beer teaches the relationship between an email address and an URL and teaches of 
converting the between the two formats (Col 4, lines 10-30). 

28. Even though Beer does not specifically teach of converting URL data to an e-mail 
address, Beer does teach of converting an email address to a URL. It would have been obvious 
to one of ordinary skill in the art to use Beer's teachings to create a method of converting an 
URL into an email address by reversing Beer's process since senders in Britton's system 
transmit information through web pages. To convert URL into email address would improve the 
teachings of Britton by allowing the users, e.g. patents, to transmit personal web pages 
containing HTML data to the receivers, and allowing receivers to receive information based on 
the user's URL 
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29. As per claim 10, Britton does not teach the communication control apparatus according 
to claim 9, wherein the controller converts the URL data to the e-mail address of the receiving 
Internet facsimile apparatus by deleting a HTTP:// in the received URL and converting a dot in 
the received URL into an @ mark. 

30. Beer teaches the relationship between an email address and an URL and teaches of 
converting the between the two formats, where the "@" is replaced with a dot and HTTP:// is 
added to the beginning of the converted email address (Col 4, lines 10-30). 

31 . Even though Beer does not specifically teach of converting URL data to an e-mail 
address by deleting a HTTP:// in the received URL and converting a dot in the received URL 
into an @ mark, Beer does teach of converting an email address to an URL by adding HTTP:// 
to the email address and converting the "@" into a dot. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to user Beer's teachings to create a 
method to convert URL into an email address by reversing Beer's process. To convert an URL 
into an email address by deleting HTTP:// in the URL and converting the dot into an "@" would 
improve the teachings of Britton by specifying the process of conversion to allow the email data 
to be transmitted through the SMTP, and the conversion would allow apparatuses with SMTP 
based applications to receive the email. 

Response to Arguments 

32. Applicant's arguments filed 8/17/2005 have been fully considered but they are not 
persuasive. 
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33. Applicant argued that (1) Chen does not disclose (or suggest) a communication control 
apparatus which includes a first communicator that is connected to a network, the first 
communicator, and a second communicator that is connected to an Internet facsimile 
apparatus, the second communicator being a component of the communication control 
apparatus. 

Examiner traverses the arguments: 

34. As to point (1), Chen discloses an email system capable of receiving email data from a 
sender and transmitting HTML data to a receiver (See Fig. 1 #130; Col 2, lines 1-2, 30-36). 
Therefore, it is inherent that the email system comprises a first communicator to transmit the 
HTML data to the receiver and a second communicator to receive the email message. 

Conclusion 

35. A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action, 

36. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Joshua Joo whose telephone number is 571 272-3966. The examiner can 
normally be reached on Monday to Thursday 8AM to 5PM and every other Friday. 

37. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A. Follansbee can be reached on 571 272-3964. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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38. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

December 6, 2005 



JJ 
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